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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Thomas Skold

Entity Individual Citizenship SWEDEN

Address BjÃ¶rnÃ¶ GÃ¥rd, S-71 41
NorrtÃ¤lje, S-71 41
SWEDEN

Attorney
information

Arthur E. Jackson
Moser IP Law Group
1030 Broad Street, Suite 203
Shrewsbury, NJ 07702
UNITED STATES
docketing@moseriplaw.com Phone:(732) 935-7100

Registrations Subject to Cancellation

Registration No 2985751 Registration date 08/16/2005

Registrant GALDERMA LABORATORIES, INC.
14501 NORTH FREEWAY
FORTH WORTH, TX 76177
UNITED STATES

Goods/Services Subject to Cancellation

Class 005. First Use: 2005/05/27 First Use In Commerce: 2005/05/27
All goods and services in the class are cancelled, namely: THERAPEUTIC SKIN CARE
PREPARATIONS AND TREATMENT FOR SKIN DISORDERS

Grounds for Cancellation

Other Mark is no longer owned by Registrant

Registration No 3394514 Registration date 03/11/2008

Registrant GALDERMA LABORATORIES, INC.
14501 NORTH FREEWAY
FORTH WORTH, TX 76177
UNITED STATES

Goods/Services Subject to Cancellation

Class 003. First Use: 2007/06/21 First Use In Commerce: 2007/06/21
All goods and services in the class are cancelled, namely: Non-medicated skin care preparations

Grounds for Cancellation

Other Mark is no longer owned by Registrant

http://estta.uspto.gov


Related
Proceedings

None

Attachments SKDPetitionforCancellation20100816.pdf ( 9 pages )(103267 bytes )
Exhibits1_6_8.pdf ( 7 pages )(325661 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Arthur E Jackson/

Name Arthur E. Jackson

Date 08/16/2010
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration Nos. 2985751; and 3394514 

 

Dated: August 16, 2005 & March 11, 2008, Respectively 

______________________________________   

Thomas Sköld, )  

 Petitioner, )  

  ) 

 v. ) 

  )      Cancellation No. ________  

Galderma Laboratories, Inc., ) 

Registrant ) 

______________________________________ )  

 

BOX TTAB/FEE 

Commissioner for Trademarks 

2900 Crystal Drive 

Arlington, VA 22202-3513 

 

PETITION FOR CANCELLATION 

 

Thomas Sköld an individual who is a citizen of Sweden, and resident at Björnö Gård, S-71 41, 

Norrtälje, Sweden, believes that he will be damaged by Registration No. 2985751 as it relates to 

goods in Class 5, namely therapeutic skin care preparations and treatment for skin disorders , and 

by Registration No. 3394514 as it relates to goods in Class 3, namely non-medicated skin care 

preparations, and hereby petitions to cancel the registration of the mark RESTORADERM for 

these goods. 

 

As grounds therefor, it is alleged that: 

 

1. Petitioner has adopted and continuously used the trademark RESTORADERM, since at least 

as early as December, 2001 to the present, in connection with presentations and promotions of a 



 

2 

 

technology utilizing phospholipid and/or ceramide, cholesterol and fatty acid for dermally and 

transdermally delivering bioactive substances ("Technology"). 

2. Collagenex Pharmaceuticals Inc. ("Collagenex") is the predecessor in interest to the current 

record owner of said '751 and '514 registrations, Registrant.  In 2008, Registrant acquired all 

outstanding stock of Collagenex.  See http://www.prnewswire.com/news-releases/galderma-

reaches-agreement-to-acquire-collagenex-pharmaceuticals-57139647.html, attached as Exhibit 1. 

3. The change of ownership from Collagenex to Registrant was recorded at Reel/Frame: 

4109/0411, on 12/08/2009.  

4. Under either contract theory supported below, Registrant no longer owns the trademark 

RESTORADERM.  So Petitioner, the true owner, seeks cancellation of Registrant's registrations. 

 

First Contract Theory 

 

5. In late 2001, Petitioner presented to Collagenex the Technology, which he labeled the 

"Restoraderm Technology."  Prior to such presentation, on information and belief, Collagenex 

did not use the trademark RESTORADERM.  Thereafter, Collagenex filed the application 

leading to the '751 registration in late February 2002, and collaborated with Sköld on the filing of 

a first provisional patent application on the Technology in March, 2002. 

6. Petitioner licensed the trademark RESTORADERM and the associated Technology to 

Collagenex Pharmaceuticals Inc. ("Collagenex"), the predecessor in interest to the current owner 

of said '751 and '514 registrations, Galderma Laboratories Inc. ("Galderma"), in an Agreement 

effective February 11, 2002 (the "2002 Agreement", to be provided as Exhibit 2, subject to a 

protective order). 
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7. Petitioner cannot locate a copy of Exhibit A to the 2002 Agreement.  On information and 

belief, either such exhibit was not part of the agreement, or it listed the RESTORADERM 

trademark.  Based on Section 4.2 of the 2002 Agreement, the RESTORADERM trademark was 

clearly part of the subject matter of the agreement. 

8. Petitioner acquired modified rights in the Technology, labeled "Restoraderm Technology," to 

Collagenex Pharmaceuticals Inc. in an agreement effective August 19, 2004 (the "2004 

Agreement", to be provided as Exhibit 3, subject to a protective order).  The 2004 Agreement 

superseded the 2002 Agreement as to the Restoraderm Technology. 

9. Whether the 2004 Agreement superseded the 2002 Agreement as to the RESTORADERM 

trademark depends on whether one interprets Section 2.1(d) of the 2004 Agreement as covering 

the trademark.  If yes, then the analysis under the first theory is foreclosed, but the analysis under 

the second theory is strengthened; if no, then the 2004 Agreement is silent as to the trademark, 

which as outlined below will lead to the conclusion that the trademark element of the 2002 

Agreement is not superseded.  This analysis under the first contract theory presumes that the 

answer is no.   Hence, per the analysis below, the trademark RESTORADERM remained 

licensed under the 2002 Agreement, and is subject to the "terms and conditions" of that 

agreement.  The most basic condition and purpose of the 2002 Agreement was that Collagenex 

participate in and control the development of the technology.  See, second whereas recital of the 

2002 Agreement, and the Collagenex participation outlined in Sections 3.1 and 7 thereof. 

10. Since specific provisions usually take precedence over general language
1
, Section 9.12 of the 

2004 Agreement governs what portions of the 2002 Agreement were superseded.  Per this 

Section 9.12, only prior agreements respecting the subject matter of the 2004 Agreement are 

                                                 
1 Williston on Contracts § 32.10 (4th ed. 2007) 
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superseded.  This specific language governs over the general language of the introductory 

whereas recitals drafted when trademarks were part of the initial discussions on forming 2004 

Agreement.  Moreover, specific terms in the body of a contract control over recitals contained in 

a "whereas" clause.  See, Neal D. Ivey Co. v. Franklin Associates, 87 A.2d 236, 239 (Pa. 1952).  

Since the 2004 Agreement is not respecting the trademark, it does not supersede the trademark 

agreement, i.e., this aspect of the 2004 Agreement. 

11. Collagenex in a letter dated February 12, 2008 ("February 2008 Letter", to be provided as 

Exhibit 4, subject to a protective order), clearly acknowledged that it had a duty to Sköld with 

respect to the trademark 

12. On information and belief, Registrant is the successor in interest in the registrations and in 

the 2002 and 2004 Agreements.   

13. In a letter dated November 27, 2009 ("November 2010 Letter"), Registrant terminated the 

2004 Agreement (to be provided as Exhibit 5, subject to a protective order).  Such termination 

must necessarily also terminate the surviving portion of the 2002 Agreement licensing the 

trademark.  The very purpose of the 2002 Agreement is negated by the termination of the 2004 

Agreement. 

 

 

Second Contract Theory 

 

14. If the fact finder deems the first theory incorrect, Petitioner submits that it would be because 

the fact finder deems the first "whereas" recital in the 2004 Agreement to terminate the 2002 

Agreement, or deems the 2004 Agreement to cover trademarks.  If so, Registrant nonetheless 

submits that the trademark RESTORADERM is owned by him due to (a) the trademark being 

part of that recited in Section 2.1 of the 2004 Agreement or (b) a fatal ambiguity in the 2004 
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Agreement as to the trademark subject matter, which in turn implicates parole evidence which 

clearly indicates that trademark RESTORADERM was a subject of the 2004 Agreement. 

15. Under Pennsylvania law, a contract will be found to be ambiguous if, and only if, it is 

reasonably or fairly susceptible to different constructions, is capable of being understood in more 

senses than one, is obscure in meaning through indefiniteness of expression, or has a double 

meaning. Erie Insurance Company/Erie Insurance Exchange v. Flood, 649 A.2d 736, 738 (Pa. 

Cmwlth. 1994). 

16. The 2004 Agreement identifies the Intellectual Property by the trademark RESTORADERM, 

using the phrase "Restoraderm Intellectual Property," yet  does not recite that the trademark is 

part of the batch of rights defined as Restoraderm Intellectual Property. 

17. The items subject to the 2004 Agreement include that identified in Section 2.1(d), which by 

its plain meaning must include the trademark RESTORADERM. 

18. Since items subject to the 2004 Agreement included the trademark RESTORADERM, then 

pursuant to Section 8.5(b)(iii), the trademark must be transferred to Sköld as a result of the 

November 2009 Letter (Exhibit 5).  Consistent with Section 8.5(b)(iii) the patent estate in the 

Technology has been transferred to Sköld (see assignment, attached as Exhibit 6). 

19. Parole evidence confirming that the trademark RESTORADERM was intended to be 

included in the items subject to the 2004 Agreement includes the discussion of trademark 

diligence in the February  2008 Letter (Exhibit 4).  Further evidence is provided by an early draft 

of the 2004 Agreement that included an Exhibit B that was an unconditional trademark 

assignment (to be provided as Exhibit 7, subject to a protective order). 
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Damage and Relief 

 

20. Since the Board cannot order the transfer of the trademarks, Petitioner seeks to remove any 

stain of Registrant's apparent ownership of RESTORADERM on Petitioner's applications for 

BASED ON RESTORADERM LIPOGRID TECHNOLOGY (Serial No. 85037342) and 

RESTORADERM LIPIDGRID (Serial No. 85037362). 

21. If the Registrant is permitted to retain the registrations sought to be cancelled, and thereby, 

the prima facie exclusive right to use in commerce the mark RESTORADERM on the recited 

subject matter, its use of the mark will continue to confuse dermatologists familiar with the 

Technology. 

22. On information and belief, Registrant intends to market in the United States the same 

Cetaphil RESTORADERM that it markets in Canada, and which contains water, glycerin, 

caprylic/capric triglyceride, sunflower seed oil, pentylene glycol, shea butter, sorbitol, 

cyclopentasiloxane, cetearyl alcohol, behenyl alcohol, glyceryl stearate, tocopheryl acetate, 

hydroxypalmitoyl sphinganine, cetyl alcohol, arginine, disodium ethylene dicocamide PEG-15 

disulfate, glyceryl stearate citrate, niacinamide, sodium PCA, ceteareth-20, sodium polyacrylate, 

caprylyl glycol, allantoin, citric acid, panthenol, dimethiconol, disodium EDTA, and sodium 

hyaluronate.  See http://rosacea-support.org/cetaphil-restoraderm-for-extra-dry-skin-and-

eczema.html, attached as Exhibit 8.  Such a product does not reflect the Technology since it 

contains no phospholipid and/or ceramide, cholesterol and fatty acid as a delivery system. 

23. On information and belief, two dermatologists have called, and one has emailed Petitioner to 

ask if the Cetaphil RESTORADERM product is according to the Technology, clearly indicating 

confusion. 
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24. Physician purchasers are likely to consider the goods of Registrant sold under the mark 

RESTORADERM as emanating from Petitioner, and purchase such goods as those of the 

Petitioner, resulting in loss of development opportunities to Petitioner. 

25. Concurrent use of the mark by the Registrant and Petitioner may result in irreparable damage 

to Petitioner's reputation and goodwill, if the goods sold by the Registrant are inferior, since 

purchasers are likely to attribute the source of the Registrant's goods to the Petitioner. 

26. If the Registrant is permitted to retain the registration sought to be cancelled, a cloud will be 

placed on Petitioner's title in and to its trademark, RESTORADERM, and on its right to enjoy the 

free and exclusive use thereof in connection with the sale of its goods, all to the great injury of 

Petitioner. 

 

Additional  

27. Exhibits 2, 3, 4, 5 and 7 are withheld from this submission to the Board pending resolution of 

any potential issues of confidentiality.  These exhibits have been served upon the Registrant in a 

separate envelop labeled "CONFIDENTIAL EXHIBITS." 
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WHEREFORE, Petitioner deems that it is or will be damaged by Registration Nos. 2985751 

and 3394514, and petitions for cancellation thereof as it relates to goods in Classes 5 and 3, 

respectively. 

 

 

  Respectfully submitted, 

 

 
 

Date:_August 16, 2010______________                By: ___/Arthur E Jackson/_______________________ 

 

 Arthur E. Jackson, Ph.D., Esq. 

   New Jersey Bar No. 00288-1995 

    ajackson@moseriplaw.com 

    MOSER IP LAW GROUP 

    1030 Broad Street, Suite 203 

    Shrewsbury, NJ  07702 

    (732) 935-7100 

    (732) 935-7122 

    Attorney for Petitioner 
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CERTIFICATE OF SERVICE  

 

I hereby certify that a copy of the foregoing PETITION FOR CANCELLATION, together with 

all Exhibits 1-8, and a proposed consent agreement on Provisions for Protecting Confidentiality 

of Information Revealed During Board Proceeding was sent first class mail, postage pre-paid on 

this 16 day of August, 2010 to: 

 

Attn: Quintin Cassady 

Vice President and General Counsel 

GALDERMA LABORATORIES, INC. 

14501 NORTH FREEWAY 

FORTH WORTH, TX 76177 

 

I hereby certify that a copy of the foregoing PETITION FOR CANCELLATION, together with 

all Exhibits 1, 6 and 8, and a proposed consent agreement on Provisions for Protecting 

Confidentiality of Information Revealed During Board Proceeding was sent first class mail, 

postage pre-paid on this 16 day of August, 2010 to: 

 

Attn: G. Mathew Lombard  

Lombard & Geliebter LLP  

10 FL  

230 PARK AVE  

NEW YORK NY 10169  
















